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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The examiner points out that "recognizes the 
content of notes handwritten on the paper medium," is only ever mentioned in 
paragraph [0040] of the originally filed specification, which the medium as stated is to be 
the medium which the printer can print on, not a medium which notes is handwritten on. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-15 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Luman et al., 7,129,934 B2 and further in view of Kashiwagi et al., US 6,396,598 
B1. 

Regarding claim 1: 

Luman et al. (Luman) uses a plurality of touch-sensitive input/display tablets 
(terminal devices), which can include a predetermined drawing (background) that 
multiple users can mark up, with hand drawn markings, on the touch-sensitive tablets 
(col. 3, lines 7-21). These mark ups are placed on and around the drawing, which can 
be displayed back onto the tablets as well as being displayed though a projection 
means or CPU (Fig. 1 ). The tablet can receive input data through the wireless 
communication link (col. 5, lines 63-67) 

Luman teaches a plurality of terminal devices which are touch-sensitive however 
Luman is silent on using a "paper medium." Kashiwagi teaches an apparatus for 
electronic memo processing. As stated by Kashiwagi, the memo can be electronic or a 
paper document (Fig. 1, col. 1, lines 10-17 and col. 10, lines 39-56). It would be 
obvious to one of ordinary skill in the art to modify Luman at the time of the invention to 
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include a paper medium being placed upon a handwritten input device, to allow for a 
paper copy to also be available. The examiner would also like to point out that since the 
tablets in Luman are touch-sensitive, placing a piece of paper on top of the tablet would 
result in a paper copy and electronic copy being created. 

Regarding claim 2: 

Luman's tablets (terminal devices) can receive the background image date though 
wireless communication links (communication cicuit), for example RF (col. 3, lines 42- 
46). 

Regarding claim 3: 

The terminal device according to claim 1 , further comprising printing control means (Fig. 
1 , item "108" a computer for control means) for printing the background image on the 
medium in a printing device in accordance with the background image data (Fig. 1, item 
"110" and col. 4, lines 30-38). 

Kashiwagi teaches an apparatus for electronic memo processing. As stated by 
Kashiwagi, the memo can be electronic or a paper document (Fig. 1 , col. 1 , lines 1 0-1 7 
and col. 10, lines 39-56). The examiner would also like to point out that since the 
tablets in Luman are touch-sensitive, placing a piece of paper on top of the tablet would 
result in a paper copy and electronic copy being created. 

Regarding claim 4: 

The terminal device according to claim 3, wherein the printing control means (Fig. 1 
computer "108") causes the printing device (Fig. 1 printer "110") to print the background 
image expanded or contracted in at least one direction (manipulate the 
drawings/markup images), in accordance with the region where the medium is placed in 
the handwriting input device (col. 4, line 61 to col. 5, line 7). 
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Kashiwagi teaches an apparatus for electronic memo processing. As stated by 
Kashiwagi, the memo can be electronic or a paper document (Fig. 1 , col. 1 , lines 1 0-1 7 
and col. 10, lines 39-56). The examiner would also like to point out that since the 
tablets in Luman are touch-sensitive, placing a piece of paper on top of the tablet would 
result in a paper copy and electronic copy being created. 

Regarding claim 5: 

The terminal device according to claim 4, further comprising storage means (Fig. 3, 
items "329 and 330") that stores co-ordinate data whereby a correspondence is 
established between co-ordinates in the printing region in which the background image 
is printed on the medium and co-ordinates in a display region in which the background 
image is displayed by the display means, wherein the reproduction means displays the 
content of the handwritten notes superimposed on the displayed background image in 
accordance with the co-ordinate data (col. 5, lines 57-67). 

Kashiwagi teaches an apparatus for electronic memo processing. As stated by 
Kashiwagi, the memo can be electronic or a paper document (Fig. 1 , col. 1 , lines 1 0-1 7 
and col. 10, lines 39-56). The examiner would also like to point out that since the 
tablets in Luman are touch-sensitive, placing a piece of paper on top of the tablet would 
result in a paper copy and electronic copy being created. 

Regarding claim 6: 

The terminal device according to claim 4, wherein the printing control means (Fig. 1 
computer "108") expands or contracts the background image in at least one direction in 
accordance with a region, on the medium, that is printable (manipulate the 
drawings/markup images) by the printing device (col. 4, line 61 to col. 5, line 7). 



Regarding claim 7: 
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The terminal device according to claim 3, wherein the printing control means further 
causes the printing device to print a reference mark indicating the direction for placing 
the medium on the handwriting input device (Fig. 2, items "108 and 110" col. 4, lines 49- 
60, The examiner takes into account that a reference mark can easily be implemented 
through different "program modules" from the computer to "manipulate the 
drawings/markup images," discussed by Luman.). 

Kashiwagi teaches an apparatus for electronic memo processing. As stated by 
Kashiwagi, the memo can be electronic or a paper document (Fig. 1, col. 1, lines 10-17 
and col. 1 0, lines 39-56). The examiner would also like to point out that since the 
tablets in Luman are touch-sensitive, placing a piece of paper on top of the tablet would 
result in a paper copy and electronic copy being created. 

Regarding claim 8: 

A display system comprising: a first terminal device and a second terminal device 
constituting terminal devices according to claim 1 (Fig. 2); and a server connected 
through a communication circuit with the first terminal device and the second term 
device (Fig. 2, items "1 02 and 1 08" The examiner takes into account that the projector 
and computer work as servers in Luman's system.), wherein the first terminal device 
sends the background image data to the server through the communication circuit (col. 
3, lines 11-14), the server sends the background image data received from the first 
terminal device to the second terminal device through the communication circuit, and 
the second terminal device displays the background image in accordance with the 
background image data received from the server (col. 3, lines 14-16). 

Regarding claim 9: 

The display system according to claim 8, wherein the second terminal device displays 
the background image when there is a request from the first terminal device to display 
the background image (col. 8, line 62 to col. 9, line 5). 
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The display system according to claim 8, wherein the first terminal device sends first 
handwritten data constituting the handwritten data received by the first terminal device 
to the server, the server sends the first handwritten data at least to the second terminal 
device, and the second terminal device displays the content of the handwritten notes 
indicated by the first handwritten data (Fig. 2 and col. 3, lines 7-21). 

Regarding claim 11: 

The display system according to claim 10, wherein the second terminal device sends 
second handwritten data constituting the handwritten data received by this second 
terminal device to the server, the server further sends the second handwritten data at 
least to the first terminal device, and the first terminal device further displays the content 
of the handwritten notes indicated by the second handwritten data (Fig. 2 and col. 3, 
lines 7-21 , The examiner takes into account that writing from the many tablets 
discussed in Luman can be sent and displayed to each other though the projector. 
Thus, the first tablet can send to the second tablet, which can send back to the first or a 
third tablet and so on (col. 8, line 62 to col. 9, line 5).). 

Regarding claim 12: 

A display system comprising a first terminal device and a second terminal device 
constituting terminal devices according to claim 1 , wherein the first terminal device 
generates a synthesized image (collaborative markup projection system) including the 
background image and the content of the handwritten notes displayed superimposed on 
this background image to be sent to the second terminal device, and the second 
terminal device displays the synthesized image as the background image in the second 
terminal device (col. 3, lines 7-21, The examiner takes into account that since the 
markups can be collaborative, the image sent is thus synthesized based on additional 
markups coming from multiple tablets.). 
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Regarding claim 13, see rejection made to claim 1, as it addresses the rejection to the 
system of this computer program (Fig. 3 and col. 4, lines 49-60). 

Regarding claim 14, see rejection made to claim 1, as it addresses the rejection to the 
system of this recording medium (Fig. 3 and col. 4, lines 49-60). 

Regarding claim 15, see rejection made to claim 1, as it addresses the rejection to the 
system of this method (Fig. 3 and col. 4, lines 49-60). 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Vanchy Jr. whose telephone number is (571) 
270-1 193. The examiner can normally be reached on Monday - Friday 8:30 am - 5:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samir Ahmed can be reached on (571) 272-7413. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Supervisory Patent Examiner, Art Unit 2624 



